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DETAILED ACTION 
Claim Rejections ■ 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 29-31 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

According the recently published "Interim Guidelines for Examination of Patent 
Applications for Patent Subject Matter Eligibility" (1300 OG 142, 22 November 2005), 
the analysis for detennining patent eligible subject matter under §101 can be said to be 
subject to the following criteria: 

1 . Does the claimed invention fall within one of the four statutory categories 
(process, machine, manufacture or composition of matter)? If the answer 
to this criterion Is no, then the claimed invention is not statutory eligible 
subject matter. 

2. If the answer is yes to the first criterion, then does the claimed invention 
fall within a judicial exception? If the answer to this criterion Is no, then 
the claimed invention would be statutory eligible subject matter. 

3. If the answer is yes to the second criterion, then does the claimed 
invention provide a practical application of the judicial exception? If the 
answer to this criterion Is yes, then the claimed invention would be 
statutory eligible subject matter, unless the claimed invention effectively 
preempts all substantial practical applications of the judicial exception, in 
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which case the claimed Invention would not be statutory eligible subject 
matter. 

4. If the answer to the third criterion Is no, then the claimed Invention is not 
statutory eligible subject matter and is not eligible for patent protection. 
With regards to the first criterion, the Invention of claims 29-31 Is a graphic 
display of data. These claims appear to fail to meet the first criterion, as no machine, 
manufacture or composition of matter appears to be clearly recited. A "graphic display", 
with no clearly recited substrate or other tangible object, amounts to no more than a 
recitation of abstract ideas. Because claims 29-31 fail to recite a process, machine, 
manufacture or composition of matter, the subject matter of these claims is not statutory 
subject matter. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth In this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 29-31 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

admitted prior art. Applicant has acknowledged that dental charts are generally well 

known, with Figures 5A-5B and 6A-6B provided as examples. As noted above, the 

claims are directed merely to graphic displays. It Is well settled that patentability cannot 

rest on the content of printed matter, where there Is no new and nonobvlous functional 
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relationship between the printed nfiatter and the underlying substrate. See In re Gulack 
(CAFC) 217 USPQ 401 and In re Ngai, 70 USPQ2d 1862 (CA FC 2004). Here, the 
differences between the claimed invention and the admitted prior art reside merely in 
the content and arrangement of graphic indicia, and thus do not give rise to 
patentability. Further, the charts of Figure 5A. which discloses boxes located between 
indicia representing teeth, and Figure 6A, which discloses 2 rows of boxes 
corresponding to upper and lower teeth, when viewed in combination suggest the chart 
of claims 29 and 30. The limitations of claim 31 are also considered to be an obvious 
variation on the teachings of the admitted prior art, as it is known to chart the inside and 
outside surfaces of teeth. 



Allowable Subject Matter 
Claims 1-28 are allowed. 

The following is a statement of reasons for the indication of allowable subject 
matter: The prior art fails to disclose or suggest a method having all of the limitations of 
the claims. In particular, there is no disclosure or suggestion of taking the steps of 
taking first and second measurements as recited, and graphically displaying the 
differences between the measurements as recited in the claims. While various types of 
dental charts are well known, these charts generally reflect the condition of teeth and 
gums as measured once. There is no suggestion of displaying the difference between 
two measurements as claimed. The claimed method has a discrete purpose, as it 
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enables the user to view tlie results of varying treatments, and thus is distinguishable 
from the prior art and is allowable. 



Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Chester, Serabian-Musto, Stenz, Shapiro. Fish, Bush, "All Pets 
Dental: The Dental Chart". "Family Gentle Dental Care", "Perio Dental Chart" and 
"Innobate Dental Chart View" disclose various dental charts and displays. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kurt Femstrom whose telephone number is (571) 272- 
4422. The examiner can normally be reached on M, T, Th 9:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gene Kim can be reached on 571 272-4463. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more infonmation about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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